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« . . " J?® MA^^^NG DA TE of this communication appears on the cover sheet with the correspondence address » 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

■ f^l?<?ly"/fi^°J[^^^^ available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply t>e timely filed 
after SIX (6) MONTHS from the mailing date of this communication. ' r-j f 

■ I Mn f°' ^P^^^^^bove is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

' FaTre tolS^^ "^T""^ f '^t^T ^""^ ^" '^^'^ ^" '^^''^ ^'^ <^> MONTHS from the mailing date of this c!^mmunication. 

Failure o reply within he s^or extended penod for reply wnll. by statute, cause the application to become ABANDONED (35 U S C S 133) 
- Any reply received by he Office later than three months after the mailing date of this communication, even if timely filed may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). ^ »«uuow dny 

Status 

1)0 Responsive to Gommunication(s) filed on . 

2a)n This action is FINAL. 2b)KI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 C D 11 453 O G 21 3 
Disposition of Claims 

4) 13 Claim(s) 37-48 is/are pending in the application. 

4a) Of the above claim(s) 48 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IE Claim(s) 37-47 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or bjQ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) n The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Intemational Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachment(s) 

DD Notice of References Cited (PTO-892) 4)0 Interview Summary (PTO-41 3) Paper No(s) 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) , 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) 1^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) /O ( 6) □ Other; 
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DETAILED ACTION 



Election/Restrictions 



1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 37-48, drawn to a method of identifying a modulator, classified in Class 
435, subclass 7.2. 

II. Claim 49, drawn to a process for providing a pharmaceutical composition, 
classified in Class 514, subclass 2. 

The inventions are distinct, each from the other because of the following reasons. 

The methods of inventions l-li are distinct, each from the other, because they are 
drawn to processes having materially different process steps, which are practiced for 
materially different purposes. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their different classifications and the 
search required for any one of inventions I is not required for any other invention II, 
thus, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Attorney Scott Ausenhus on 1 7 March 
2003 a provisional election was made with traverse to prosecute the invention of Group 
I, claim37-47. Affirmation of this election must be made by applicant in replying to this 
Office action. Claim 48 is withdrawn from further consideration by the examiner, 37 
CFR 1 .142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 1 .48(b) if one or more 
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of the currently named inventors is no longer an inventor of at least one claim remaining 
in the application. Any amendment of inventorship must be accompanied by a petition 
under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(h). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 37-47 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims recite or encompass the term "variant" whose metes and bounds are not 
clear because it is not clear what is the limits of the structure. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person sl^illed in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of canning out his invention. 



3. Claims 37-47 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time th 
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application was filed, had possession of the claimed invention. Written description 
rejection. 

Claims encompass a method of using variants without structural limitation 
because of the term "variants". However, the specification only discloses working 
example of a specific species of CCX CKR receptor. University of California v. Eli Lilly 
and Co. (CAFC) 43 USPQ2d 1398 held that a generic claim to human or mammalian 
when only the rat protein sequence was disclosed did not have written description in the 
specification. Thus, the disclosure does not have written description for the genus of 
variants of CCX CKR receptor. One skilled in the art cannot envision the sequence of 
the other variants of the CCX CKR. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
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Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

4. Claims 37-40 and 44 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Gunn et al.(US 6,110,695). 

Gunn et al. teach a method of identifying agents that modulate the Interaction of 
BLC and BLR-1 receptor (columns 5-6). 

Claims encompass variants of CCX CKR receptor which encompasses the BLR- 
1 receptor of Gunn et al. 



5. No claims are allowed. 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Pak, whose telephone number is (703) 305- 
7038. The examiner can normally be reached on Monday through Friday from 8:30 AM 
to 2:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyier, can be reached on (703) 308-6564. 

Official papers filed by fax should be directed to (703) 308-4242. Faxed draft or 
informal communications with the examiner should be directed to (703) 308-0294. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 308-0196. 
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